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The following listing of clear errors in the Examiner's rejection and his failure to identify 
essential elements necessary for a prima facie basis of rejection is responsive to the Final 
Rejection mailed November 27, 2006 (Paper No, 20061 120). 

Error #1, The Examiner fails to identify where the Birk 
reference teaches "upon completion of execution of said 
current program instruction . . said instruction 
prefetch unit fetches said exception handling program 
instructions 

Applicant's independent claims 9 and 24 both specify the conditional phrase that upon 
"completion of execution of said current program instruction" other actions take place. This is not 
correct in the Birk reference. The Examiner not only fails to disclose where this claimed 
conditional element is taught in Birk, he apparently fails to appreciate the Birk actually teaches the 
direct opposite of this claim requirement. 

Birk at column 3, lines 59-63, states that "since the DSP 10 aborts the instructions in the 
pipeline upon detection of an interrupt, jt aborts the instruction which generated the cache line 
miss and begins execution of the interrupt service routine.'* (emphasis added). Accordingly, the 
instruction is not completed, and this failure to complete is necessary for the proper operation of the 
Birk reference. Birk does not explain how it is able to tolerate aborting such a partially completed 
instruction. 

As explained in detail on page 4 ? lines 1-12 of the present specification, the claimed 
invention initi ates the cache line fill operation to read the exception handling program instruction 
from main memory partway through execution of the current program instruction, but does not fetch 
that instruction from the cache memory until completion of the current program instructi on . Thus, 
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Birk ; which teaches instruction abortion, clearly does not have Applicant's claimed exception 
controller which is dependent upon "completion of execution of said current program instruction/' 
(emphasis added). 

Hius, the Examiner has not indicated how or where the Birk reference teaches Applicant's 
conditional controller, i.e., 'Sipon completion of execution of said current program instruction." 
Clearly, the Birk reference requires the direct opposite of Applicant's claimed exception controller 
which requires abortion of 5< the instructions in the pipeline upon detection of an interrupt" (Column 
3, lines 60-61). 

Since the Examiner has failed to demonstrate where this aspect of claims 9 and 24 exists in 

the Birk reference, the rejection of independent claims 9 and 24 and claims 10-12 and 25-27 

dependent thereon as being anticipated by Birk is clearly not supported. 

Error #2. The Examiner *s assertion on page 3, first full 
paragraph is completely unsupported by the Birk 
reference 

The Examiner states on page 3 that "Note that the instruction service routine comprises a 
plurality of instructions. So, it follows the memory hierarchy outlined m col 2 lines 36-49." 
This contention by the Examiner is traversed and, in fact, is contrary to what one of ordinary 
skill in the art would understand when reading the Birk reference. 

The whole point of the Birk disclosure is to avoid the stall cycles associated with a miss 
in the cache memory. Instead, Birk suggests that when executing a normal program instruction 
from a given program thread, if a miss occurs, then this should trigger processing to be started 
from another program thread so that the stall associated with the cache miss can be avoided. In 
order to achieve this desired behavior, which is the whole reason for the arrangement of Birk, it 
is necessary that the instruction of the ISR or the different thread should be present within the 
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cache memory and not itself result in a second cache iniss. There is no point in the system of 

Birk if one cache miss is avoided merely to result in another cache miss. It will be appreciated 

by those in the field that Birk could readily arrange for the ISR or other thread code to be 

guaranteed present within the memory by, for example, using a cache lockdown technique for 

such code. The assertion by the Examiner that the interrupt service routine will follow the 

normal memory hierarchy within Birk and accordingly will require fetching to the cache memory 

is unsupported and in fact contrary to.the purpose of Birk. 

Thus, the Examiner's conclusion that Birk teaches a plurality of instructions which will 

follow the memory hierarchy outlined in column 2 ? lines 36-49 is simply wrong and actually 

contrary to the disclosure contained in Birk. Again, if Birk contained any such'disclosure, the 

Examiner would be able to point to that disclosure as an example. The Examiner has failed to so 

indicate and therefore fails to meet his burden of pro ving a prima facie case of anticipation 

and/or obviousness with respect to the independent claims. 

Error #3. The Examiner appears to ignore the "if 

then » . > J? conditionality which is expressed in claims 9 and 24 

The Examiner construes this claim language to be met if, as he argues the Birk teaching 
discloses, the behavior takes place both if the exception is still current and if the exception is not 
still current. This is believed to be an improper interpretation of this portion of Applicant's 
claim. 

The claim language positively recites 6t upon completion of execution of said current 
program instruction, if said exception is still current, then said instruction prefetch unit 
fetches . . . Hie Examiner has provided no support for his misinterpretation of the claim 
language which clearly states that "if said exception is still current, then said instruction prefetch 



-3- 

PAGE 5/7 ■ RCVDAT 2127/2007 3:45:32 PM [Eastern Standard Time] * SVR:USPTO£FXRF-6/34 * DNIS:2738300 * CSID703+81 6+41Q0 ' DURATION (mm-ss):01-24 5 



NIXON VANDERHYE PC Fax 703+816+4100 Fe ^^^?^^^^ 9pm P006/OQ7 

lppXm/798,890 CENTRAL FAX CENTER 

February 27, 2007 FEB 2 7 2007 

unit fetches." There is certainly no identification that an exception controller having this aspect 

is disclosed in the Birk reference and therefore Birk fails to anticipate the independent claims 1 

& 24 as well as those dependent thereon. 

Error #4. The Examiner provides no "reason" or 
"motivation" for combining the Birk and secondary 
references 

The rejection of claims 13 and 28 requires a combination of Birk and Nguyen and the 
rejection of claims 14, 15, 29 and 30 requires the combination of Birk and Glass. As is well 
known, examiners are not free to merely pick and choose elements from different references and 
combine them in the manner taught only by applicant's claims. Rather, the Court of Appeals for 
the Federal Circuit has consistently held that the burden is on the examiner to establish some 
"reason" or Motivation" for combining elements of two prior art references. 

While the requirement for some Reason" or "motivation" for combining elements was 
pointed out to the Examiner (previous amendment page 10), the Examiner's statement that one 
skilled in the art would have been motivated to make the combination based on the reasoning 
disclosed in Glass (i.e. ? that an integrated circuit is "highly advantageous for space, speed, power 
consumption and cost reasons" (Glass, column 4, lines 23-25)) does not provide any reason or 
motivation. Using an integrated circuit does provide some of the stated advantages, but the 
Examiner has not indicated how or where there is any reason or motivation to pick and chose the 
elements from the Birk/Glass or Birk/Nguyen combinations of references and combine them in 
the manner of Applicant's claims. While some advantages of integrated circuits are identified, 
the required reason and motivation for combining elements is still missing. 
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Error #5. The Examiner ignores the fact that Birk 
teaches away from Applicant's claimed combination 

As noted above, Birk teaches the abortion of the instruction which generated the cache 
line miss and thus the instruction is not completed. As noted, this i$ the direct opposite of 
Applicant's claimed requirement t4 upon completion of execution of said current program 
instruction." (emphasis added). Thus, Birk, in teaching the direct opposite of Applicant's 
claimed exception controller, would tend to lead one of ordinary skill in the art away from 
Applicant's invention. 

The Examiner has failed to explain how or why one of ordinary skill in the art would 
ignore this contrary teaching of Birk when attempting to make the combination of Birk with 
either Nguyen or Glass in the rejections of claims 13-15 and 28-30. As a consequence, neither of 
these combinations would be obvious in view of the Birk reference. 



Claimed structure and method steps are not identified as being disclosed or present in the 
Birk reference. The Examiner fails to identify where the Birk reference teaches <c uporx 
completion of execution of said current program instruction . . . 7> (claim 1, line 12 and claim 24, 
line 14), or the conditional phrase "if said exception is still current^ then . . /'(claim 1, line 13 and 
claim 24, lines 14-15). The Examiner has ignored the requirements to show both a reason for 
combining prior art as well as some rationale for ignoring contrary teachings. 

As a result of the above, there is simply no support for the rejection of Applicant's 
independent claims 1 and 24 or claims dependent thereon under 35 USC §102 and/or §103. 
Applicant respectfully requests that the Pre-Appeal Panel find that the application is allowed on 
the existing claims and prosecution on the merits should be closed. 



SUMMARY 
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